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DETAILED ACTION 
Claim Objections 

Claims 1- 6, and 16- 20 are objected to because of tine following informalities: 

Claim 1 contains a typographical error: parenthesis are around "hereinafter, GPC," 
which make it uncertain if the words within the parenthesis is part of the claim or an 
aside to the claim. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 11-12, and 15 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 11 recites the limitation "aliphatic percarboxylic acid" in line 2, claim 12 
recites the limitation "aliphatic percarboxylic acid" in line 2, and claim 15 recites the 
limitation "aliphatic percarboxylic acid" in line 2. There is insufficient antecedent basis 
for this limitation in the claim. For the purposes of further consideration, in claims 1 1 
and 12 it is taken to mean the peracetic acid and in claim 15 it is taken to mean the 
solvent. 
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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-6 and 16-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overTakai (US 2003/0059618) in viewof Kuwana etal. (U.S. Pat. 5,446,176). 

Regarding claims 1-5: Takai '618 teaches a compound of the formula: 




wherein X represents a divalent group selected from 
oxygen atom, a sulfur atom, -SO-, -SO2-, -CH2-, -C(CH3)2-, -CBr2-, -C(CBr3)2-, and 
C(CF3)2-; R' to R^^ each may be the same or different from each other and are a 
hydrogen atom, a halogen atom, a hydrocarbon group that may contain an oxygen atom 
or halogen atom, or an alkoxy group that may have substituent groups (para. 23 and 
24). 

Takai '618 teaches a process of producing a compounds in which an olefin of the 



a; 




Structure: (para. 23) is epoxidized with peracetic acid (para. 

51 ) having substantially no water (para. 26), followed by removing the solvent ethyl 
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acetate (para. 55) by distillation (para. 58). Takai '618 teaches epoxidizing the instant 
formula (II) with a percarboxylic acid having substantially no water (paras. 23-26). 

The purity of the compound is 93.4% (Example 1-1 ). As evidenced by the instant 
specification, the concentration of impurities having a shorter retention time than the 
compounds is 1 1 .9%, which is within the claimed range and the concentration of 
reactive intermediates, of which the instant formula (III) is one, is 2.0% also within the 
claimed range (instant comparative example 1 ). 

Not disclosed is the purity is 95% or more, the concentration of higher molecular 
weight components having an elution time shorter than the epoxy is 5.5% or less, or the 
color hue is 60 or less. However, Kuwana et al. teaches a similar composition with a 
purity of 94-97%, and therefore all impurities being between 3-6%, and a color hue of 
40-50 (example 9). Takai and Kuwana et al. are analogous art since they are both 
concerned with the same field of endeavor, namely the process of making pure 
cycloaliphatic epoxies. At the time of the invention a person having ordinary skill in the 
art would have found it obvious to combine the purity and color hue of Kuwana et al. 
with the composition of Takai and would have been motivated to do so for such 
desirable properties as being able to commercially sell the product (see Kuwana et al. 
col. 5 lines 30-40) and having a non-yellowing, clear product. 

Regarding claim 6: Takai '618 teaches epoxidation followed by removal of 
solvent by distillation (paras. 23-27 and 58) 

Reaardina claim 16: Takai '618 teaches a curing agent (para. 73). 

Recardina claim 17: Takai '618 teaches curing the composition (para. 61) 
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Regarding claim 18: Takai '618 teaches the cured product is transparent (para. 

61) 

Regarding claim 19: Takai '618 teaches an adhesive (abstract). 
Regarding claim 20: Takai '618 teaches a coated film (para. 3). 



Claims 7-12 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Takai (US 2003/0059618) in view of Kumabe et al. (U.S. Pat. 6,201 ,070) and in 
further view of Kuwana et al. (U.S. Pat. 5,446,176). 

Regarding claims 7- 10. 15: Takai '618 teaches a process of producing a 



compound of 




wherein X represents a divalent group 



selected from oxygen atom, a sulfur atom, -SO-, -SO2-, -CH2-, -C(CH3)2-, -CBr2-, - 
C(CBr3)2-, and C(CF3)2-; R^ to R^° each may be the same or different from each other 
and are a hydrogen atom, a halogen atom, a hydrocarbon group that may contain an 
oxygen atom or halogen atom, or an alkoxy group that may have substituent groups 




(para. 23 and 24), in which an olefin of the structure: (para. 
23) is epoxidized with peracetic acid (para. 51) having substantially no water (para. 26), 
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followed by removing the solvent ethyl acetate (para. 55) by distillation (para. 58). The 
purity of the compound is 93.4% (Example 1-1). As evidenced by the Instant 
specification, the concentration of Impurities having a shorter retention time than the 
compounds Is 1 1 .9%, which Is within the claimed range and the concentration of 
reactive intermediates, of which the instant formula (III) Is one, Is 2.0% also within the 
claimed range (instant comparative example 1). 

Not disclosed Is then purifying by distillation with a wiped film evaporator at 180- 
350 °C and 50-0.01 Torr. However, Kumabe et al. teaches a similar cycloallphatic 
epoxy processed in a wiped film evaporator at 180 °C and 0.1-0.15 mmHg. (col. 13 lines 
40-55). Takai and Kumabe et al. are analogous art since they are both concerned with 
the same field of endeavor, namely cycloallphatic epoxy coatings. At the time of the 
Invention a person having ordinary skill In the art would have found It obvious to 
combine the distillation step of Kumabe et al. with the process of Takai and would have 
been motivated to do so for such desirable properties as a more pure product. 

Also not disclosed Is the concentration of higher molecular weight components 
having an elutlon time shorter than the epoxy Is 5.5% or less, or the color hue Is 60 or 
less. However, Kuwana et al. teaches a similar composition with a purity of 94-97%, 
and therefore all impurities being between 3-6%, and a color hue of 40-50 (example 9). 
Takai and Kuwana et al. are analogous art since they are both concerned with the same 
field of endeavor, namely the process of making pure cycloallphatic epoxles. At the 
time of the Invention a person having ordinary skill In the art would have found It obvious 
to combine the purity and color hue of Kuwana et al. with the composition of Takai and 
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would have been motivated to do so for such desirable properties as being able to 
commercially sell the product (see Kuwana et al. col. 5 lines 30-40) and having a non- 
yellowing, clear product. 

Regarding claim 11: Takai '618 teaches the aliphatic percarboxylic acid is 
obtained by the oxidation of the corresponding aldehyde (para. 25). 

Regarding claim 12: Takai '618 teaches the water content of the aliphatic 
percarboxylic acid is 0.8% by weight or less (para. 26). 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claim 7 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 20 of copending Application No. 
1 1/792,782. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because claim 7 of the instant application claims 



wherein X is a divalent group selected from the group 
consisting of an oxygen atom, a sulfur atom, -SO-, -SO2-, -CH2-, -C(CH3)2-, -CBr2-, - 
(CBrs) 2, and -C(CF3)2-; to R^° each may be identical or different from each other and 
are a hydrogen atom, a halogen atom, a hydrocarbon group that may contain an oxygen 
atom or halogen atom, or an alkoxy group that may have a substituent, as does claim 
20 of the copending application. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 1-3 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable overclaim 5 of copending Application No. 
10/883,162. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because claim 1 of the instant application claims 



consisting of an oxygen atom, a sulfur atom, -SO-, -SO2-, -CH2-, -C(CH3)2-, -CBr2-, - 
(CBrs) 2, and -C(CF3)2-; to each may be identical or different from each other and 
are a hydrogen atom, a halogen atom, a hydrocarbon group that may contain an oxygen 
atom or halogen atom, or an alkoxy group that may have a substituent, as does claim 5 
of the copending application. While the amount of impurities claimed in claims 1 -3 of 
the instant application are not directly taught in claim 5 of the copending application, 
disclosed is 100% of the compound. Therefore there would be 0% of the impurities, 
which reads on the instant application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 




wherein X is a divalent group selected from the group 
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Response to Arguments 

Applicant's arguments filed December 8, 2008 have been fully considered but 
they are not persuasive, because: 

A) Applicant's arguments that the instant specification shows that example 1-1 of 
Takai has too many Impurities is not persuasive. The prior art specifically states the 
composition Is 93.4% pure, which means there are 6.6% impurities. It Is unknown why 
the results of this one experiment differ with the results of the one experiment of the 
comparative example 1 of the instant, especially since yields were the same. More data 
points are needed as evidence to show that the art is wrong since one test could have 
Incorrect measurements. However, since only one data point is given In the Instant to 
refute Takai, the art is considered to teach 93.4% purity without further evidence. 

B) Applicant's argument that the instant shows unexpected results in Tg, 
yellowing and pencil hardness Is not persuasive. Table 1 shows better results, but only 
compares 3 of the instant epoxy resins to 1 or 2 of the art. The scope of comparison Is 
not commensurate with the claims. 

Correspondence 

Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Megan McCulley whose telephone number Is (571 )270- 
3292. The examiner can normally be reached on Monday - Friday 7:30-5:00 EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on (571) 272-1 197. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Mark Eashoo/ /M. M./ 

Supervisory Patent Examiner, Art Unit 1 796 Examiner, Art Unit 1 796 



